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I. INTRODUCTION  
 
 Pursuant to a Notice of Appeal filed September 17, 2014, Applicant, No Surprises 

Software, LLC, hereby appeals the Examining Attorney's final refusal to register the mark 

VIEWABILL  for "Providing a website featuring online technology that allows clients of hourly 

service providers and hourly service providers to share activity information on a real time basis" 

in International Class 5.  The Examining Attorney rejected the application in International Class 

35 pursuant to 15 U.S.C. §1052(e)(1) and TMEP §1209, et seq. on the grounds that the 

VIEWABILL mark is merely descriptive of the services that are the subject of the application.  

Applicant respectfully requests that the Trademark Trial and Appeal Board reverse the refusal to 

register the mark for the above services.  In the alternative, in the event the Board does not agree 

with Applicant, Applicant requests that the present application be amended to the Supplemental 

Register. 

 

II.  STATEMENT OF FACTS  

 On November 30, 2012, Applicant filed an application to register the mark VIEWABILL  

on the Principal Register for use in connection with the following services: 

Providing an on-line system for clients of hourly service providers and the hourly 
service providers to share activity information on a real time basis in Class 35 

 
The application was filed on the basis of intent-to-use the mark with the services. 

 On March 26, 2013, an Office Action was issued requiring that the description of the 

services be clarified.  On September 16, 2013, a Response to Office Action was filed amending 

the description of the services to read: 

Providing a website featuring online technology that allows clients of hourly 
service providers and hourly service providers to share activity information on a 
real time basis in Class 35. 
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At the same time, Applicant filed an Amendment to Allege use, claiming a first use date of 

March, 2013.   

 The Amendment to Allege Use was accepted.  However, on  

October 9, 2013, the Examining Attorney issued a further Office Action refusing registration of 

Applicant's mark on the Principal Register pursuant to Section 2(e)(1) of the Lanham Act, 15 

U.S.C. § 1052(e)(1) and TMEP §§ 1209.01, 1209.03, et seq., on the grounds the mark merely 

describes feature of applicant's services as follows: 

 Applicant’s mark is VIEWABILL for providing a website featuring online 
technology that allows clients of hourly service providers and hourly service 
providers to share activity information on a real time basis.  Applicant's mark is 
the telescope wording VIEW A BILL.  According to applicant's specimen of 
record the online technology enables users to information on the details of legal 
bills.  Therefore, the applicant’s mark merely describes the function of the 
services, which is to provide the means to view a bill. 
 

The Examining Attorney noted that Applicant could amend the application to seek registration 

on the Supplemental Register. 

 On February 18, 2014, Applicant filed a Response to Office Action in which it was 

pointed out that Applicant's mark was, at most, suggestive, as the services provided by Applicant 

under the VIEWABILL mark did not relate to a "bill", but rather, to entries made prior to 

receiving a bill.  As Applicant stated in the February 18, 2014 Response: 

The Examining Attorney in this case erroneously contends that the 
VIEWABILL mark is merely descriptive of Applicant's services because, 
contrary to the Examining Attorney's contention, Applicant's technology does not 
provide information or details regarding legal bills.  Quite the contrary.  Although 
the specimen that was submitted made reference to legal "bills", Applicant's 
technology does not relate to viewing of bills.  Instead, as shown by a printout 
from Applicant's website, www.viewabill.com, Applicant's technology enables 
hourly service providers and their clients to review time and other entries, and 
make changes as agreed upon, on a real time basis and critically before a bill has 
ever been issued. 
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 On March 21, 2014, the Examining Attorney issued an Office Action maintaining and 

making final the refusal to register the mark on the Principal Register on the grounds the mark is 

merely descriptive pursuant to Section 2(e)(1) of the Lanham Act, 15 U.S.C. § 1052(e)(1) and 

TMEP §§ 1209 et seq. 

 

III.  ARGUMENT  

A. Applicant's VIEWABILL Mark is Not Merely Descriptive of the Services  

 As Applicant pointed out to the Examining Attorney in this case, the law is well settled 

that a mark will be deemed to be merely descriptive only if it "immediately conveys information" 

about an ingredient, characteristic, function or feature of a product or service."  See, e.g., In re 

MBNA America Bank N.A., 67 U.S.P.Q.2d 1778, 1780 (Fed. Cir. 2003); In re Time Solutions 

Inc., 33 U.S.P.Q.2d 1156, 1157 (T.T.A.B. 1994); see also Abercrombie & Fitch Co. v. Hunting 

World, Inc., 189 U.S.P.Q. 759, 765 (2d Cir. 1976) ("A term is descriptive if it forthwith conveys 

an immediate idea of the ingredients, qualities or characteristics of the goods.").  It is not 

sufficient, however, that the term may convey an indefinite scrap of information about the goods 

or services, it must provide the consumer with an unambiguous idea as to the nature of those 

goods or services.  See Blisscraft of Hollywood v. United Plastics Co., 131 U.S.P.Q. 55, 60 (2d 

Cir. 1961) ("Unless a word gives some reasonably accurate — some tolerably distinct knowledge 

— as to [the goods], it is not descriptive within the meaning of trademark terminology.").   

 By contrast, a mark is suggestive if, when the goods or services are encountered under 

the mark, a multi-stage reasoning process, or the utilization of imagination, thought or 

perception, is required in order to determine what attributes of the goods or services the mark 

indicates.  See, e.g., In re Abcor Development Corp., 200 U.S.P.Q. 215, 218 (C.C.P.A. 1978); In 

re Mayer-Beaton Corp., 223 U.S.P.Q. 1347, 1349 (T.T.A.B. 1984).  Indeed, this Board has often 

recognized that there is a thin line of demarcation between a suggestive mark and a merely 

descriptive one, with the determination of which category a mark falls into frequently being a 

difficult matter involving a good measure of subjective judgment.  See, e.g., In re Atavio, 25 

U.S.P.Q.2d 1361 (T.T.A.B. 1992); In re TMS Corp. of the Americas, 200 U.S.P.Q. 57, 58 

(T.T.A.B. 1978).  As a result, to the extent any doubt exists as to whether a mark is descriptive, 
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that doubt must be resolved in the applicant's favor, and the mark will not then be refused 

registration on descriptiveness grounds.  See, e.g., Atavio, 25 U.S.P.Q.2d at 1363; In re Aid 

Laboratories, Inc., 221 U.S.P.Q. 1215, 1216 (T.T.A.B. 1983), and In re Gourmet Bakers, Inc., 

173 U.S.P.Q. 565 (T.T.A.B. 1972).  Indeed,  

[t]he burden is initially on the United States Patent and Trademark Office to make 
a prima facie showing that the mark or word in question is descriptive from the 
vantage point of purchasers of applicant's goods and, where doubt exists as to 
whether a term is descriptive, such doubt should be resolved in favor of the 
applicant.  In re Merrill Lynch, Pierce, Fenner, and Smith, Inc., 828 F.2d 1567, 4 
USPQ2d 1141, 1144 (Fed. Cir. 1987). 
 

In re Box Solutions Corp., 79 USPQ2d 1953, 1955 (TTAB 2006).  The Examining Attorney has 

utterly failed to make such a prima facie showing as the VIEWABILL mark is not descriptive 

when used in connection with the services that are the subject of the present application and that 

are provided by Applicant. 

Applicant's mark is VIEWABILL.  The relevant inquiry is, what is a "bill".  A "bill" in 

the context of the present application is the equivalent of a invoice.  Specifically, a "bill" and 

"invoice" are defined as: 

bill . . . 1. An itemized list of fees or charges. (Webster's II New College Dictionary at p. 
109 (1999)) 

 
bill  n. 1 an amount of money owed for goods supplied or services rendered, set out in a 

printed or written statement of charges (The New Oxford American Dictionary at 
p. 163 (Second Edition 2005)) 

 
invoice . . . 1. An itemized list of goods shipped or services rendered, with an account of 

all costs: BILL (Webster's II New College Dictionary at p. 584 (1999)) 
 
invoice  n. 1 a list of goods sent or services provided, with a statement of the sum due for 

these; a bill (The New Oxford American Dictionary at p. 887 (Second Edition 
2005)) 

 
Copies of the relevant pages from the above dictionaries are attached as Exhibit 1.1   

                                                 
1 The Board may take judicial notice of dictionary definitions.  See, e.g., In re SPX, 63 

USPQ2d 1592, 1593 n. 2 (TTAB 2002). 
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 A "bill" is, by definition, a document that sets out an amount of money that is owed for 

goods purchased or services provided.  However, the services provided by Applicant relate to 

providing clients of hourly service providers and hourly service providers the ability to share 

activity information on a real time basis before a bill is generated.  As the specimen submitted by 

Applicant in its September 16, 2013 Amendment to Allege Use states: 

With real-time access to all your outside counsel's time entries you can stop 
wondering, and start experiencing peace of mind that they are using best billing 
practices. 
 

* * * 
 

The Columbus Dispatch 
"Keep track of . . . attorneys' hours in real time so [clients] aren't surprised by the 
bill at the end of the month. 
 

* * * 
 

Prevent Crammed Hours 
You can see each entry and when it was entered, encouraging your outside 
counsel to use best practices and to enter hours regularly 
 
Manage all your outside counsel from one intuitive dashboard, or set alerts and 
notifications to stay informed on only the most important matters.  Viewabill 
works for you, on your terms.  Whether you actively review entries and 
collaborate with outside counsel in real time, or just want Viewabill to inform you 
before there is a problem, having the option to access your data anytime anywhere 
will encourage your outside counsel to use best practices. 
 

The literal meaning of Applicant's VIEWABILL mark is that a consumer can "View" (see) 

his/her "Bill" (invoice).  It, therefore, only describes a situation in which a user would be able to 

see a final bill of charges for services provided.   

 That is not what is provided by Applicant under the VIEWABILL mark.  Rather, the 

services provided under the VIEWABILL mark serve as an interface between a customer and 

hourly service provider that enables real-time evaluation of time entries before a bill is issued.  

That is, the entries can be see, evaluated and acted upon, before an invoice setting out the 
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charges is issued – before there is a bill.  In fact, users of Applicant's services will continue to 

receive the "bills" directly from the hourly service provider, they merely have the ability to see 

the entries of those hourly service providers before such a bill is issued.  A consumer, seeing the 

mark, would therefore have to exercise his/her imagination to make a leap from the literal 

meaning of the mark – see a final bill of charges – to what is actually provided – see time entries 

from hourly service providers before a bill of charges is issued.   

 Applicant's mark is analogous to a mark like AIR-CARE, which was found by the Board 

to be suggestive, rather than merely descriptive, when used in connection with maintenance 

services for inhalation therapy equipment.  See Airco, Inc. v. Air Products & Chemicals, Inc., 

196 U.S.P.Q. 832, 835 (T.T.A.B. 1977).  Indeed, the Board's rationale in that case applies 

equally in this case. 

 The mark "AIR-CARE" is . . . not merely descriptive as applied to 
applicant's services.  The literal meaning of the mark, namely, "care of the air", 
may, through an exercise of mental gymnastics and extrapolation suggest or hint 
at the nature of applicant's services, but it does not, in any clear or precise way, 
serve merely to describe applicant's preventive maintenance program for hospital 
and medical anesthesia and inhalation therapy equipment and the like. 
 

Id. at 835.  As with the AIR-CARE mark, Applicant's VIEWABILL mark does not in any clear 

or precise way serve merely to describe Applicant's technology is designed to enable a user to 

review time and cost entries on a real-time basis before a bill is generated, and Applicant's 

VIEWABILL mark is not merely descriptive of Applicant's services.  There is in this case a 

multi-link chain or multi-stage reasoning process that is the hallmark of a suggestive, and not 

descriptive, term.  See, e.g., In re Tennis in the Round Inc., 199 U.S.P.Q. 496, 498 (T.T.A.B. 

1978).  Thus, Applicant's VIEWABILL mark is not descriptive of the services that are the 

subject of the present application and are, instead, at most merely suggestive. 

 

B. In The Alternative, the Application Should be Amended to the 
 Supplemental Register 
 

 In the event the Board disagrees with Applicant and concludes that the VIEWABILL 

mark is descriptive, Applicant respectfully requests and moves the Board that the present 
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application be remanded to the Examining Attorney for amendment of the application to the 

Supplemental Register, which Applicant notes the Examining Attorney advised was available in 

the October 9, 2013 Office Action.  

 

IV.  CONCLUSION 

 The burden to show a mark is ineligible for registration lies with the Trademark Office.  

Cf. In re Merrill Lynch, 4 U.S.P.Q.2d 1141, 1143 (Fed. Cir. 1987); see also TMEP § 1209.02 

(indicating that a determination that a mark is merely descriptive should be supported with 

appropriate evidence).  Applicant submits that the Examining Attorney has failed to carry this 

burden, and that the evidence of record is insufficient to show that the mark VIEWABILL  is 

merely descriptive when used with Applicant's services of enabling customers and hourly service 

providers to share activity information on a real time basis.  Moreover, to the extent any doubt 

exists as to whether applicant's KIDCARD mark is descriptive, that doubt must be resolved in 

Applicant's.  See, e.g., Atavio, 25 U.S.P.Q.2d at 1363. 

 For the foregoing reasons, Applicant respectfully submits that its VIEWABILL  mark is 

not merely descriptive of the services that are the subject of the present application, and the 

refusal to register should be reversed.  Alternatively, in the event that the Board does not agree 

with Applicant that the VIEWABILL  mark is not merely descriptive of Applicant's services, 

Applicant requests that the Board remand the application to the Examining Attorney to process 

the application as one seeking registration of the mark on the Supplemental Register. 

 

 

 





 
 
 
 
 

EXHIBIT 1 
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